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THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 
Application History 

1. This action is responsive to the Request for Continued Examination, filed 
on 5/12/2005. 

2. Applicant has amended claims 1 , 10, 19 and 28. 

3. Claims 1-36 are pending in the case, claims 1, 10, 19 and 28 are 
independent claims. 

4. A request for continued examination filed under 37 CFR 1.114, including 
the fee set forth in 37 CFR 1.17(e), was filed in this application after a final 
rejection. Since this application is eligible for continued examination under 37 
CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office Action (dated 1/12/2005) has been withdrawn 
pursuant to 37 CFR 1.114. 

5. Examiner's rejections of claims 1-36, made under 35 USC 102, as being 
anticipated by Spencer US Patent 6,356,909 as recited in the previous office 
action (dated 1/12/2005) are withdrawn in view of the amended claims and 
applicants remarks. New grounds of rejection are described below. 
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Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

"Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title" 

7. Claims 1-9 and 28-36 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

8. Regarding Claims 1-9, the claimed invention is so abstract and sweeping 
as to cover the method if practiced by a human operator assisted only by 
pencil and paper. Claims 1-9 do not include a particular machine or 
apparatus, and no machine-implemented steps are recited. Every step is 
capable of performance by the human mind. A method of this sort, 
traditionally called a "mental process", is not patentable subject matter. 

"Phenomena of nature, though just discovered, "mental processes", 
abstract intellectual concepts are not patentable as they are the basic tools of 
scientific and technological work." (Emphasis added). Gottschalk v. Benson, 
175 U.S.P.Q. 673, 675 (U.S.S.C. 1972). See also, In re Prater and Wei, 159 
U.S.P.Q. 583 (1968), rehearing, 162 U.S.P.Q 571 (1969). 

9. Regarding Claims 28-36, the system claimed in claims 28-36 are not 
embodied on a computer readable medium. Systems not claimed as 
embodied in computer-readable media are descriptive material per se and are 
not statutory because they are not capable of causing functional change in 
the computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 
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(claim to a data structure per se held nonstatutory). See MPEP § 2106 
(IV.I.a) 

Furthermore, the system claimed in claims 28-36 are a non-descriptive 
data structure. Descriptive material that cannot exhibit any functional 
interrelationship with the way in which computing processes are performed 
does not constitute a statutory process, machine, manufacture or composition 
of matter and should be rejected under 35 U.S.C. 101. See MPEP § 2106 
(IV.I.b). 



Application/Control Number: 09/751 ,822 Page 5 

Art Unit: 2178 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

"(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not 
be negatived by the manner in which the invention was made" 

11. Claims 1-36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Spencer US Patent 6,356,909 (filed 8/23/1999, patented 3/12/2002) in 
view of Gurne et al. US Patent 5,541,840 (filed 6/25/1993, patented 
7/31/1996, hereinafter "Gurne"). 

12. Regarding independent claim 1, Spencer recites: "Using templates for 
predetermined RFP types (step 23), RFP creators can quickly choose a 
template that enables them to begin creating a client specific RFP. After the 
template or an existing RFP is selected, the user may review the RFP to add 
or delete appropriate sections or questions, as shown in step 24" (column 12, 
lines 34-38). Spencer further recites: In one embodiment of the present 
invention, the system and method provide RFP creators with the capability to 
capitalize on previously developed RFP's and specific questions within each 
RFP using a question database and a RFP database accessible through the 
web site interface" (column. 3, lines 26-31). Spencer further discloses 
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selecting the sequence of sections in Figure 4 at reference sign 28, shown as 
"Organize RFP\ 

Spencer discloses a user selecting a template from a plurality of templates 
as described above. Spencer fails to explicitly disclose selecting from a list. 
Gurne teaches the selection of a template from a template list. Gurne recites: 
"To retrieve a predetermined template, the technician simply selects that 
template from the selection list" (column 10, lines 35-36). Therefore it would 
have been obvious, to one of ordinary skill in the art, at the time the invention 
was made, to combine the customizable template of Spencer with the 
template list selection as taught by Gurne, to provide "the capability for the 
technician to develop customized reading templates for gathering such 
diverse information quickly and efficiently 1 (Gurne, column 10, lines 26-28). 

13. Regarding dependent claims 2-6, Spencer discloses a database used to 
store content in Figure 3A at reference signs 2-7, shown as "Question 
Database", "Analysis Database", "Response Database", "Client Database", 
"User Database" and "RFP Database". Spencer further discloses in Figure 
3C, at reference signs A, B and C, lists of content that is selectable subject 
matter. 

14. Regarding dependent claims 7, Spencer discloses in Figure 4 creating a 
new template at reference sign 21 (shown as "Create Brand New RFP'). 

15. Regarding dependent claims 8, Spencer recites: "This allows users to 
prepare reports at any time during the process. Any additional information 
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that may be needed is generated. This allows users to output all of the data 
into the format of their choice or use the internal system tools to generate 
reports/results" (column 16, lines 47-49). 

16. Regarding dependent claim 9, the claim is directed toward substantially 
the same subject matter as claim 2, and is rejected with the same rationale. 

17. Regarding claims 10-18 and 28-36, the claims are directed toward a 
system for the method of claims 1-9, and are rejected with the same rationale. 

18. Regarding claims 19-27, the claims are directed toward a computer 
readable medium for the method of claims 1-9, and are rejected with the 
same rationale. 
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Response to Arguments 

19. Applicant's arguments with respect to claims 1-36 have been considered 
but are moot in view of the new ground(s) of rejection, as described above. 

Conclusion 

20. The foltowing prior art made of record and not relied upon is considered 

pertinent to applicant's disclosure: 

Patent Date Inventor 

• US-6,181,992 01-2001 Gurneetal. 

21 . Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Gregory J. Vaughn whose telephone 
number is (571) 272-4131. The examiner can normally be reached Monday to 
Friday from 8:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Stephen S. Hong can be reached at (571) 272-4124. 
The fax phone number for the organization where this application or 
proceeding is assigned is (571) 272-2100. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). // 




Gregory J. Vaughn 
August 2, 2005 



STEPHEN HONG 
SUPERVISORY PATENT EXAMINER 



